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1. Parties 

1.1. The Complainant is:  IELTS Australia Pty Ltd (Dario Paolini).  

1.2. The Respondent is:  KROMOSOME Pty Ltd (Shiva Malhotra). 

1.3. The Registrar is:  NetRegistry.  

1.4. The Domain Name is: ielts.com.au.  

1.5. The Provider is:  Resolution Institute ABN 69 008 651 232 

1.6. The Sole Panellist is:  Patrick Weaver. 
 

2. Procedural History 

2.1. The procedural history is set out in Attachment 1. 

2.2. In addition to the procedural history, the Complainant provided the following 
Appendix: 

2.2.1. Appendix 1 - Trademark Details 

2.2.2. Appendix 2 - Screenshots of Current Website 

2.2.3. Appendix 3 - Letter to S Malhotra - 10 March 2016 

2.2.4. Appendix 4 - Email to Respondent - 27 February 2016 

2.2.5. Appendix 5 - Email to Respondent - 1 March 2016 

2.2.6. Appendix 6 - Whois Records - December 2016 

2.2.7. Appendix 7 - Email and Letter to Mr Fischer 

2.2.8. Appendix 8 - Response from Mr Fischer 

2.2.9. Appendix 9 - NetFleet Sale Record 

2.2.10. Appendix 10 - Whois Records - 18 February 2016 

2.2.11. Appendix 11 - Prior Dispute History 

2.2.12. Appendix 12 - Domains Currently for Sale 

2.2.13. Appendix 13 - Other Domain Affiliations 

2.2.14. Appendix 14 - Domain Name Eligibility and Allocation Policy Rules for the 
Open 2LDs 

2.2.15. Appendix 15 - auda-2016-01  
 

3. Summary of Complainant’s Submissions 

The complainant has made the following submissions: 

3.1. The domain uses the registered trade mark ‘IELTS’, to which IELTS Australia Pty 
Ltd holds intellectual property rights. This submission is accepted. 

3.2. The respondent has no rights of legitimate interests in respect of the domain name. 
This submission is contested. 

3.3. The domain name has been registered in bad faith. This submission is contested.  
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4. Summary of Respondent’s Submissions 

    The respondent has made the following submissions 

4.1. The respondent has legitimate rights and interests in the domain.   

4.2. The domain was not registered in bad faith. 
 

5. Consideration of issues 

5.1. The IELTS trademark and business name. It appears to be common ground 
between the parties that the trademark IELTS has been associated with the business 
of IELTS Australia Pty Ltd and the delivery of training and examinations since 
1990. The fact the IELTS trademark was registered in 1998 supports this contention. 

5.2. The original registration of ielts.com.au.  Although not directly relevant to this 
matter, the original registration of ielts.com.au by ‘aus ielts English college’ and its 
subsequent sale after IELTS Australia Pty Ltd had contacted Mr Fisher (and contrary 
to his undertakings) was clearly in breach of the auDA rules and was a sale for 
profit. However, there is no indication that the respondent, or Mr Shiva Malhotra 
were aware of these facts. 

5.3. The use of the domain ielts.com.au by the Respondent. It appear to be common 
ground that ielts.com.au was purchased on the 18th February 2016 by the respondent 
for $2872.00. Assertions by the claimant that the respondent engages in trading 
domain names has not been disputed.  The website as currently established does not 
appear to support any form of active business. 

5.4. Proposed use of the ielts.com.au by the Respondent. The respondent asserts he is 
in the business of conducting not-for-profit workshops to assist people prepare for 
their IELTS examinations. The website is intended to facilitate this business. In 
support of this contention, evidence of various ‘meetup’ meetings have been 
provided. However, the activities appear to be undertaken in the personal capacity of 
Shiva (Paul) Malhotra, not the domain owner KROMOSOME Pty Ltd, or the 
domain contact, Saurabh Sing. 

5.5. Rights of KROMOSOME Pty Ltd to use IELTS. KROMOSOME Pty Ltd may 
have rights to use the domain name ielts.com.au if at the time of registration it was 
undertaking (or was in the process of establishing) a business to which the ‘ielts’ 
acronym applied.  KROMOSOME Pty Ltd has failed to show: 

5.5.1. That the domain name is an exact match, abbreviation or acronym for the 
registrant’s name. (Schedule C 2012-04 2 a) 

5.5.2. That the domain name is otherwise closely and substantially connected to the 
registrant. (Schedule C 2012-04 2 b) 

5.5.3. Registrants may also register domain names that relates to the subject matter 
of the website, whilst this requirement appears to have been met in part by 
Shiva (Paul) Malhotra, there is no indication of how this relates to 
KROMOSOME Pty Ltd.  Furthermore, this provision is conditional (Schedule 
C 2012-04 3 b) on the fact the domain name does not incorporate ‘an entity 
name or a brand name’ in existence at the time the domain was registered.  
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6. Findings 

6.1. The domain name is identical to or confusingly similar to both a name and a 

trademark in which the Complainant has rights. At the time of purchase of 
ielts.com.au by KROMOSOME Pty Ltd, the business of IELTS Australia Pty Ltd had 
been making use of the trademark IELTS in conjunction with its international 
partners for a period 25 years. The IELTS training, examination and business were 
well known to Mr Shiva Malhotra. 

6.2. At the time the domain name was registered, it did not match, and was not 

closely and substantially connected to any aspect of the business of 

KROMOSOME Pty Ltd. The domain name has no ascertainable relationship to the 
registrant’s business name or the activities of the registrant; and 

6.3. At the time the domain name was registered by KROMOSOME Pty Ltd it 

incorporated an existing entity name and a brand name. The entity name IELTS 
Australia Pty Ltd was in existence on the 18th February 2016. The brand name 
IELTS was in existence as a registered trademark 18th February 2016. 

6.4. Consequently, further to 6.2 and 6.3, the Registrant has no rights or legitimate 

interests in respect of the domain name. 

6.5. The registration of ielts.com.au by KROMOSOME Pty Ltd was in bad faith. 
Based on my findings in 6.1 through 6.3, I have decided the initial registration of 
ielts.com.au by KROMOSOME Pty Ltd breached auDA registration policies. 
Consequently ‘bad faith’ has been established pursuant to clause 4.b.(v) of the 
auDRP. 

6.6. Based on my finding in 6.5 above I do not have to make any findings in respect of 
the other allegations put by the Claimant.  
  

7. Decision 

7.1. I, Patrick Weaver acting as a Single Panellist under the .au Dispute Resolution 
Policy: auDRP_16_01, hereby decide that the domain name ielts.com.au shall be 
transferred to the Claimant as soon as practical. 

7.2. I note and endorse the proposed gesture of good will contained in Section 5 of the 
Claimants complaint.  

 
 

____________________ 
 

 
DATED:  27th June 2016 
 

………………………………………… 
Patrick Weaver 


























































